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INTRODUCTION 
 

 The case summaries provided in this document are grouped in order of their impact on your 

practice.  Each case has been assigned an "Impact on Practice" (IOP) Rating.  Cases that could 

change how you practice have been assigned an IOP Rating of 1.  Cases that are up-to-date 

precedent on commonly encountered issues have been assigned an IOP Rating of 2.   

 

 Upon reviewing the 2011 appellate-level patent decisions, several themes become apparent.  

Four themes that have received particular attention by the courts include:  1) continual refinement of 

the contours of what constitutes patent-eligible subject matter following the U.S. Supreme Court's 

Bilski v. Kappos decision in 2010, 2) limiting the sustainability of the defense of unenforceability, 3) 

establishing the contours of liability where parties act together, either collaboratively or through the 

stream of commerce, to effect patent infringement, and 4) refinement of the written description 

requirement across different disciplines. 
 

A. Theme #1:  Patent-eligibility in the wake of Bilski 

 

 Following in the wake of the U.S. Supreme Court's decision in Bilski v. Kappos in 2010, 

numerous high-profile decisions were handed down in 2011 pertaining to the patent-eligibility 

requirements of 35 U.S.C. § 101.  Indeed, looking forward to 2012, this issue promises to remain in 

the forefront as resolution of some of the underlying cases by the Court is ultimately expected.  

Certainly the most visible case on this question in 2011 was the Federal Circuit's en banc decision in 

Ass'n for Molecular Pathology v. U.S. Patent & Trademark Office, which held that isolated DNA 

sequences were patent-eligible subject matter under § 101 because they differed sufficiently from 

native DNA so as not to be classified as products of nature.  And, in Classen Immunotherapies, Inc. 

v. Biogen IDEC, on remand from the U.S. Supreme Court to permit application of the newly-

articulated Bilski standard, the Federal Circuit held that claims to methods for evaluating and 

improving medical treatments were patent-eligible notwithstanding that they claimed "mental steps," 

provided they also contain non-abstract steps of physically manipulating things in the environment.
1
 

 The Federal Circuit also applied Bilski in two cases in which it determined the patent-eligibility 

of software, finding claims patent-eligible in one case, but drawn to patent-ineligible abstract ideas 

in the other.  In one, CyberSource Corp. v. Retail Decisions, Inc., the court affirmed a pre-Bilski 

decision, in which the district court had applied the machine-or-transformation test, concluding that 

the claims were drawn to an abstract mental process and were therefore patent-ineligible.  In the 

other, Ultramercial, LLC v. Hulu, LLC, the court found that the invention at issue was a practical 

application of an idea, and thus eligible for patent. 

B. Theme # 2:  Cabining the Defense of Patent Unenforceability 

 For the first time in decades, the Federal Circuit issued an en banc decision for the purpose of 

curtailing the popularity among patent infringement defendants of asserting the doctrine of 

inequitable conduct, a practice that had widely been regarded as having grown entirely too rampant 

                                                       
1
     Although not summarized in this paper because no appellate decision in the case was handed down in 2011, a similar 

post-Bilski procedural path and a related analysis are involved in Mayo Collaborative Services v. Prometheus 

Laboratories, Inc., 131 S.Ct. 3027 (June 20, 2011) (granting cert.), for which the U.S. Supreme Court heard oral 

arguments in December 2011. 
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in patent litigation.  In Therasense, Inc. v. Becton, Dickinson & Co., the court asserted a new, 

heightened standard for showing that a patentee's allegedly misleading conduct during examination 

of an application amounted to a material misrepresentation.  Under this new standard, a finding of 

inequitable conduct requires the proponent to show that the patent would not have been granted "but 

for" the alleged misrepresentation.  The court also reiterated that the defendant must show, by clear 

and convincing evidence, that in making a material misrepresentation, the patentee had acted with 

the specific intent of deceiving the USPTO.  When, as is typically the case, the evidence of such 

intent is circumstantial, the clear and convincing standard requires that a conclusion of specific 

intent is the only reasonable conclusion that can be drawn.  In subsequent holdings, the Federal 

Circuit applied these standards, vacating and remanding a district court's pre-Therasense finding of 

inequitable conduct in Am. Calcar, Inc. v. Am. Honda Motor Co., Inc., and affirming a district 

court's conclusion that sufficient evidence of the specific intent to deceive was lacking in Cordis 

Corp. v. Boston Scientific Corp.  In another decision relating to the defense of unenforceability–in 

this case premised not only on a theory of inequitable conduct but, alternatively, on a theory of 

prosecution laches–an evenly divided Federal Circuit denied a petition for en banc rehearing of a 

panel's holding from 2010.  The court in Cancer Research Tech. Ltd. v. Barr Laboratories, Inc., by a 

vote of 5-5, declined to revisit the holding that succeeding on a claim of prosecution laches requires 

that intervening rights of the proponent arose during a patentee's unreasonable delay during 

prosecution, such that enforcing the patent would be prejudicial. 

C. Theme # 3:  Ascribing Liability to Joint and Indirect Infringers 

 

 Another trend was the development of the appropriate analyses for attributing patent liability 

where multiple parties shouldered aspects of culpability.  In a major case, Global-Tech Appliances, 

Inc. v. SEB S.A., the U.S. Supreme Court answered lingering questions about indirect liability for 

inducing patent infringement under 35 U.S.C. § 271(b), holding that:  1) liability requires that a 

defendant knew that the conduct it induced would constitute direct infringement, and 2) such 

knowledge is demonstrated by evidence that a defendant "willfully blinded" itself to the risk of such 

direct infringement.  In other cases, such as Centillion Data Sys., LLC v. Qwest Commc'n. Int'l, Inc., 

Akamai Technologies, Inc. v. Limelight Networks, Inc., and McKesson Technologies, Inc. v. Epic 

Systems Corp., the Federal Circuit examined when it is appropriate to attribute liability for joint 

infringement where the conduct of multiple parties considered together would constitute an act of 

direct infringement.  Although neither Akamai nor McKesson had a final disposition in 2011, both 

should be decided in 2012.  At issue in these cases are several questions including:  1) can a method 

claim be infringed if two or more entities each perform separate steps of a method claim, and if so, 

how is liability allocated, 2) if separate entities perform separate steps of a method claim, can either 

party, or any third party, be liable for contributory or induced infringement of that claim, and 3) if 

such liability exists, are there circumstances under which the relationship between the separate 

entities may affect the allocation thereof? 

 

D. Theme #4:  Ongoing Refinement of the Written Description Requirement  

 

 Another theme is the Federal Circuit's continuing struggle with applying the written description 

requirement of 35 U.S.C. § 112 to different technologies.  In Star Scientific, Inc. v. R.J. Reynolds 

Tobacco Co., for example, the court found the requirement to have been satisfied despite possible 

difficulty in identifying the parameters of a claimed limitation, because a skilled worker in the field 

of endeavor (curing tobacco) would have appreciated how the relevant conditions could vary 

depending on the circumstances and the consequent need for empiricism.  And, in Crown Packaging 
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Tech., Inc. v. Ball Metal Beverage Container Corp., in which the written description requirement 

was applied in a mechanical arts case, the court held that the requirement can be met by a claim to a 

solution to but one problem, even though the specification may be addressed to several, related 

problems.  But, in Cordis Corp. v. Boston Scientific Corp., the requirement was held not to have 

been satisfied, where a genus of analogs to a pharmacological compound was claimed, because the 

court did not find an adequate description of the analogs' structure in the specification.  And, in 

Centocor Ortho Biotech, Inc. v. Abbott Laboratories, the court invalidated claims to antibodies on 

written description grounds, distinguishing the circumstances from those addressed in the relevant 

USPTO guidelines, because the specification lacked sufficient characterization of the particular 

features of the antibodies as claimed. 
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CASE SUMMARIES OF APPELLATE-LEVEL PATENT 

LAW CASE DECISIONS IN 2011 
 

UNITED STATES SUPREME COURT DECISIONS 
 

Cases with an Impact on Practice Rating of 1 

1. Microsoft Corp. v. i4i Ltd. P'ship, ___ U.S. ___, 131 S.Ct. 2238 (June 9, 2011). 

The defendant in this case challenged the long-standing rule that clear and convincing evidence is 

required in order to invalidate an issued patent, arguing instead that the lower evidentiary standard of 

a preponderance of the evidence was more appropriate.  In countering the patentee's claim that the 

defendant had infringed its software patent, the defendant had responded at trial with an invalidity 

defense, arguing, unsuccessfully, that the patentee had sold the claimed software more than one year 

before filing for a patent on it.  The Court disagreed with the defendant, confirming that 

succeeding on a defense of patent invalidity requires clear and convincing evidence, even when, 

as was the case here, the assertion of invalidity rests on prior art that was not considered by 

the USPTO during examination. 

2. Global-Tech Appliances, Inc. v. SEB S.A., ___ U.S. ___, 131 S.Ct. 2060 (May 31, 2011). 

 

The Court in this case articulated the standard of mental culpability required for sustaining a claim of 

inducement to patent infringement under 35 U.S.C. § 271(b).  The plaintiff sued a foreign 

manufacturer, contending that its deep fryer infringed the plaintiff's patent.  The plaintiff argued that 

the defendant was liable for indirect infringement under a theory of inducement because it 

encouraged distributors to directly infringe the patent through domestic sales.  Analogizing to 

indirect, contributory infringement liability under § 271(c), the Court held that liability for 

inducement to patent infringement under § 271(b) requires that the defendant knew that the 

conduct it induced would constitute direct patent infringement.  In rejecting the Federal Circuit's 

test, the Court held that such knowledge is not demonstrated merely by evidence of deliberate 

indifference to a known risk of direct infringement.  Rather, it held that such knowledge requires a 

showing of "willful blindness," which itself requires a showing that a defendant (1) 

subjectively believed that there was a high probability that the induced acts would constitute 

patent infringement, and (2) took deliberate action to avoid confirmation of that belief.  The 

Court nevertheless affirmed the finding of liability for inducement to patent infringement, finding 

that the defendant's conduct rose to the level of willful blindness.  Examples of defendant's conduct 

which supported this finding were that, in designing its fryer, the defendant chose to copy a foreign 

model of the plaintiff's (which would not have borne U.S. patent markings) and, although the 

defendant obtained the opinion of counsel that its fryer would not be infringing, it had not informed 

such counsel that its fryer was a knock-off of the plaintiff's.  

 

Cases with an Impact on Practice Rating of 2 

1. Bd. of Trustees of Leland Stanford Junior Univ. v. Roche Molecular Sys., Inc., ___ U.S. 

___, 131 S.Ct. 2188 (June 6, 2011). 
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The Court held that, although the Bayh-Dole Act allows institutions such as universities that 

receive federal funding for research to obtain ownership of patents on the results of the funded 

research, the Act does not operate to automatically divest the employee-inventors of their 

ownership interest.  Thus, where a university employee performed research that gave rise to several 

patents and, although upon employment he had agreed to assign subsequent inventions to the 

university, he never actually executed such assignments, the university lacked standing to assert 

infringement of the resulting patents. 

 

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 
 

Cases with an Impact on Practice Rating of 1 
 

1. Robert Bosch LLC v. Pylon Mfg. Corp., 659 F.3d 1142 (Oct. 13, 2011). 

 

In a patent infringement action concerning patents covering automotive windshield wiper blades, the 

district court denied the plaintiff's motion for entry of a permanent injunction after a jury verdict 

finding infringement of valid claims asserted by the plaintiff.  The plaintiff appealed this denial and 

the Federal Circuit held that the district court had abused its discretion and committed legal error in 

its analysis of irreparable harm.  Specifically, the district court denied entry of a permanent 

injunction because the competitive landscape included more than just the plaintiff and defendant and 

because the wiper blades were not a core part of the plaintiff's business as a whole.  In reversing the 

district court's denial of entry, the Federal Circuit officially confirmed that "Ebay jettisoned the 

presumption of irreparable harm as it applies to determining the appropriateness of injunctive 

relief."  Additionally, the court stated that there was "overwhelming evidence" of irreparable 

harm including: 1) the fact that the parties were direct competitors, 2) that the plaintiff lost 

market share and access to potential customers as a result of the defendant's introduction of 

the infringing wiper blades, and 3) that the defendant's financial condition was such that its 

ability to pay a financial judgment was in question. The court also reiterated that "the presence of 

additional infringers in the marketplace does not itself negate irreparable harm", and "the fact that an 

infringer's harm affects only a portion of a patentee's business says nothing about whether [a] harm 

can be rectified." 

 

2. Monsanto Co. v. Bowman, 657 F.3d 1341 (Sept. 21, 2011). 

 

The plaintiff asserted a patent, directed to herbicide-resistant, genetically modified seeds, against a 

defendant grower.  The district court granted summary judgment to the plaintiff and the defendant 

appealed, asserting that the plaintiff had exhausted its patent rights through a first sale and 

subsequent authorization (through a licensing agreement included in the first sale) of a second sale in 

which the defendant received the patented seeds.  The Federal Circuit, in affirming the decision of 

the district court, held that "[a]pplying the first sale doctrine to subsequent generations of self-

replicating technology would eviscerate the rights of the patent holder."  Further, the court held 

that the right to use which was granted by the plaintiff's license agreement "does not include the right 

to construct an essentially new article on the template of the original, for the right to make the article 

remains with the patentee."   

 

3. Ultramercial, LLC v. Hulu, LLC, 657 F.3d 1323 (Sept. 15, 2011). 
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Patentee brought an infringement action over technology for monetizing and distributing 

copyrighted products over the internet.  Defendant moved to dismiss for failure to state a claim, 

alleging that the patent at issue was not directed to patent-eligible subject matter.  The district court 

granted this motion and the plaintiff appealed.  In reversing the district court, the Federal Circuit 

discussed the bounds of patent-eligible subject matter as embodied in 35 U.S.C. § 101.  As relevant 

to this case, the court held that "subject matter eligibility is merely a threshold check; claim 

patentability ultimately depends on 'the conditions and requirements of this title' such as novelty, 

nonobviousness and adequate disclosure."  The court stated that, of the judicially delineated patent-

ineligible categories, the closest category to which the asserted claims applied was that of "abstract 

ideas."  The court declined to define "abstract" but recognized that for an invention to be 

considered an abstract idea, "this disqualifying characteristic should exhibit itself so 

manifestly as to override the broad statutory categories of eligible subject matter and the 

statutory context that directs primary attention on the patentability criteria of the rest of the 

Patent Act."  Because the court held that the invention at issue was a practical application of an 

idea, with complex computer hardware and software required for implementation, the case was 

remanded to the district court for further proceedings. 

 

4. Classen Immunotherapies, Inc. v. Biogen IDEC, 659 F.3d 1057 (Aug. 31, 2011). 

 

The Federal Circuit found that patent claims directed to a method of lowering disease risk that 

include steps of administering and comparing the effectiveness of different immunization 

schedules was patent-eligible under 35 U.S.C § 101.  In contrast, claims to methods of evaluating 

such schedules' effectiveness that do not include the physical step of administering vaccinations are 

patent-ineligible as a mere mental step.  The court also ruled that the provision for "safe harbor" 

from patent infringement liability embodied in 35 U.S.C. § 271(e)(1), for conduct related to 

obtaining premarketing FDA approval, does not shield post-approval activities, even if they are 

related to the submission of information to the FDA. 

 

5. Star Scientific, Inc. v. R.J. Reynolds Tobacco Co., 655 F.3d 1364 (Aug. 26, 2011). 

 

The patents at issue claimed methods for curing tobacco under "controlled conditions" so as to 

reduce carcinogen levels.  The Federal Circuit held that such a limitation did not render claims 

invalid for indefiniteness under 35 U.S.C. § 112 because, although determining the claimed 

"controlled conditions" may have been difficult and subject to some disagreement, the phrase 

was not "insolubly ambiguous" to a skilled worker appreciative of the field's variability and 

dependence on empiricism.  The court also found that the claims were not obvious, because there 

would not have been a reason at the time the application was filed to have applied the 

teachings of an asserted prior art reference (which disclosed a method of curing tobacco, but was 

directed to the purpose of improving its odor rather than reducing its carcinogen levels), as well as 

because of numerous secondary considerations indicative of nonobviousness. 

 

6. Genetics Inst., LLC v. Novartis Vaccines & Diagnostics, Inc., 655 F.3d 1291 (Aug 23, 2011). 

 

The Federal Circuit held that nonobviousness of an invention can be supported by evidence of 

unexpected results even if such results were not obtained until after an application claiming 

the invention was filed.  The court also found that the extension of a patent's term in accordance 

with 35 U.S.C. § 156 applies to all of the patent's claims, rather than being based on a claim-by-

claim determination of which subject matter was subject to regulatory approval. 
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7. CyberSource Corp. v. Retail Decisions, Inc., 654 F.3d 1366 (Aug. 16, 2011). 

 

The plaintiff claimed infringement of its credit card fraud detection method and system, and the 

district court granted summary judgment of invalidity under 35 U.S.C. § 101 for failure to claim 

patent-eligible subject matter.  The district court based its decision on the machine-or-transformation 

test, but the Federal Circuit stayed the appeal pending the U.S. Supreme Court's decision in Bilski v. 

Kappos, and then affirmed.  This case presented the Federal Circuit with its first opportunity to 

consider the patent-eligibility of software claims subsequent to the rejection in Bilski of the machine-

or-transformation test as the sole analysis for patent-eligibility.  Finding that the district court 

correctly concluded that the invention failed the machine-or-transformation test, and noting 

that the U.S. Supreme Court had stated in Bilski that the test was still useful, the Federal 

Circuit affirmed, concluding that the claims were all "drawn to a mental process – i.e., an 

abstract idea" and thus did not recite patent-eligible subject matter. 
 

8. Ass'n for Molecular Pathology v. U.S. Patent & Trademark Office, 653 F.3d 1329 (July 29, 

2011). 

 

In this declaratory judgment action, the plaintiffs succeeded in their argument that the composition 

and method claims of the patent at issue pertaining to DNA sequences were patent-ineligible under 

35 U.S.C. § 101.  On appeal, the Federal Circuit reversed with regard to claims to isolated 

sequences of DNA, finding such subject matter patent-eligible because isolated DNA is 

chemically distinct from sequences of DNA found in nature and is therefore not a product of 

nature.  The Federal Circuit also reversed the district court's holding that the method claims 

directed to screening potential cancer therapeutics was patent-ineligible, because the claims 

required "inherently transformative" steps.  However, the Federal Circuit affirmed the patent-

ineligibility of the claims to a method of comparing sequences of DNA to each other, as abstract 

mental steps.  A petition for certiorari was filed on December 7, 2011. 

 

9. Boston Scientific Corp. v. Johnson & Johnson, 647 F.3d 1353 (June 7, 2011). 

 

The patents at issue in this infringement action claimed arterial stents coated with the drug 

rapamycin and certain analogs thereof.  Although the patents claimed analogs that retained structural 

similarity to rapamycin at either of two specific portions of the drug, the Federal Circuit held the 

patents were invalid for failing to satisfy the written description requirement of 35 U.S.C. § 112.  

The court noted that no exemplars or characteristics of species of the claimed genus of analogs were 

disclosed.  Furthermore, the specification itself indicated that, at the time the application was filed, 

rapamycin's mechanism of action was unknown.  In holding that the written description requirement 

was not met, the court reiterated that § 112 is not satisfied where a potentially extensive genus 

of compounds is claimed but only functional characteristics of its members are described. 

 

10. McKesson Technologies, Inc. v. Epic Systems Corp., 2011 WL 2173401 (May 26, 2011). 

 

In a patent infringement action regarding electronic communication methods between doctors and 

patients, the district court and Federal Circuit held that the defendant had not infringed because 

performance of all of the steps could not be attributed to a single party.  In light of the Federal 

Circuit's order in Akamai Technologies, Inc v. Limelight Networks, Inc., the Federal Circuit has 

ordered a rehearing en banc to address two questions: 1) if separate entities each perform separate 
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steps of a method claim, under what circumstances, if any, would either party or any third 

party be liable for inducing infringement or for contributory infringement, and 2) does the 

nature of the relationship between the relevant actors (e.g. service provider/user, 

doctor/patient) affect the question of direct or indirect infringement liability. 

 

11. Therasense, Inc. v. Becton, Dickinson & Co., 649 F.3d 1276 (May 5, 2011). 

In this en banc decision, the Federal Circuit imposed more stringent requirements on those who 

would seek to render a patent unenforceable under the doctrine of inequitable conduct.  During 

prosecution of the patent in suit, the patentee had made one argument regarding claim language.  

However, during prosecution of a foreign counterpart of the U.S. application, the patentee had 

arguably supported the contrary position, a fact which it did not disclose to the USPTO.  The Federal 

Circuit held that the test for unenforceability applied by the district court, which had held that such 

nondisclosure constituted inequitable conduct, had been too permissive.  In turn, it articulated a 

more rigorous standard which must be met in order to succeed on a defense of inequitable 

conduct:  (1) a "but-for-materiality" test under which a proponent must show by a 

preponderance of the evidence that, were it not for an alleged incompleteness or misleading 

nature of a plaintiff's disclosure during examination, the patent would not have been granted, 

and (2) by clear and convincing evidence, the defendant must show that all of the 

circumstances require the conclusion that the patentee acted with the specific intent to deceive 

the USPTO.  The Federal Circuit remanded the case to the trial court for reconsideration of the 

inequitable conduct defense in light of the new test. 

 

12. Akamai Technologies, Inc. v. Limelight Networks, Inc., 419 F. App'x 989 (Apr. 20, 2011). 

 

In a patent infringement action involving a patent directed to content delivery via the internet, both 

the district court and Federal Circuit held that defendants were not liable for infringement because 

the end user of the product had to perform one of the required steps.  In affirming the judgment 

originally, the Federal Circuit relied on the standard for joint infringement, finding that there can be 

no infringement unless "one party exercises control or direction over the entire process such that 

every step is attributable to the controlling party" and, because the defendant did not exert control 

over the end user, there could be no infringement under a theory of joint infringement.  However, in 

this order, the Federal Circuit has agreed to consider the following question en banc: "[i]f separate 

entities each perform separate steps of a method claim, under what circumstances would that 

claim be directly infringed and to what extent would each of the parties be liable?" 

 

13. Tivo, Inc. v. Echostar Corp., 646 F.3d 869 (Apr. 20, 2011). 

 

Patentee sued for infringement over patents covering digital video recorder technology allowing a 

user to "time shift" a program.  The district court held in patentee's favor and issued a permanent 

injunction against the defendant.  On appeal, the Federal Circuit affirmed the district court's decision  

in part and reversed in part due to issues of overbreadth and vagueness of the injunction.  On 

remand, the district court held the defendant in contempt for violating the infringement provision of 

the permanent injunction.  Defendant appealed the finding of contempt and the Federal Circuit held 

that the previous application of the "colorable differences test" was incorrect and that, according to 

the proper standard, the finding of contempt should be vacated for reconsideration under the proper 

standard.  The Federal Circuit stated that the proper test for "colorable differences" consists 

substantially of three steps: 1) analyze the newly accused product with focus on elements of the 
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originally adjudged infringing products that were proved to satisfy limitations of the asserted 

claims, 2) where one or more of those elements previously found to infringe has been modified 

or removed in the newly accused product, the court must make an inquiry as to whether or not 

the modification is significant, and 3) if the modification is found to be significant then the 

newly accused product shall be deemed more than colorably different from the originally 

adjudged product and contempt is inappropriate.  However, if the court concludes that the newly 

accused product is no more than colorably different from the adjudged infringing product, a finding 

of continued infringement is still essential in finding contempt.   

 

14. Crown Packaging Tech., Inc. v. Ball Metal Beverage Container Corp., 635 F.3d 1373 (Apr. 

1, 2011). 

 

Patentee brought infringement action against competitive beverage can manufacturer, and the 

competitor defended by claiming invalidity and inequitable conduct by the patentee.  The district 

court found one set of claims invalid for violating the written description requirement under the 

theory that the specification mandates that two prior art problems be solved together, and the claims 

addressed only one problem.  The district court further held that a separate set of claims were 

anticipated, relying on expert testimony.  The Federal Circuit reversed and remanded the written 

description ruling, holding that it is a "false premise that if the problems addressed by the 

invention are related, then a claim addressing only one of the problems is invalid for lack of 

sufficient written description."  The Federal Circuit also held that there were genuine issues of 

material fact based on conflicting expert testimony, and reversed and remanded the anticipation 

holding. 

15. Centocor Ortho Biotech, Inc. v. Abbott Laboratories, 636 F.3d 1341 (Feb. 23, 2011). 

 

The jury in a patent infringement suit found for the plaintiff, awarding $1.67 billion in damages.  

The patent-in-suit, which claimed human antibodies to a human protein (TNF-α) with specified 

qualities, was a continuation in part of an application that had claimed chimeric antibodies that were 

part mouse, part human.  On appeal, the Federal Circuit reversed, finding the claims invalid for 

failing to comply with the written description requirement of 35 U.S.C. § 112.  The court found 

that the specification disclosed neither fully human anti-TNF-α antibodies nor the characteristics of 

the regions of mouse anti-TNF-α antibodies that would relate the analogous structures of fully 

human antibodies.  The court also distinguished the USPTO's Written Description Guidelines 

pertaining to claimed antibodies, explaining that a written description is adequate under those 

guidelines when a novel antigen is disclosed and sufficiently characterized so as to permit 

antibody synthesis following standard methods, whereas here TNF-α was not a novel antigen and 

the method required to synthesize the claimed antibodies was not routine. 

 

16. Centillion Data Sys., LLC v. Qwest Commcn's Int'l, Inc., 631 F.3d 1279 (Jan. 20, 2011). 

 

The plaintiff alleged infringement of a patent that disclosed a system for processing and delivering 

telephone bills to an end-customer's personal computer. The district court granted summary 

judgment to the defendant.  The Federal Circuit addressed "what constitutes use of a system or 

apparatus claim" under 35 U.S.C. § 271(a), when elements of the system are "in the possession of 

more than one actor."   Drawing an analogy to its holding in NTP, Inc. v. Research In Motion, Ltd., 

418 F.3d 1282 (Fed. Cir. 2005) (contemplating a situation where some elements of a system were 

located outside of the United States), the court held that "to use a system for purposes of 
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infringement, a party must put the invention into service, i.e., control the system as a whole and 

obtain benefit from it."  Because the level of control necessary for a court to find use "is the 

ability to place the system as a whole into service," the user need "not have physical control 

over" each element of the system to find she has used the entire system. 

17. Uniloc USA, Inc., v. Microsoft Corp., 632 F.3d 1292 (Jan. 4, 2011). 

 

The Patentee filed suit against defendant Microsoft Corp. asserting a Uniloc patent covering a 

method of authenticating software.  The district court denied JMOL of invalidity, granted JMOL of 

non-infringement over two contested claim limitations, granted JMOL of no willfulness, and granted 

a new trial on damages on the improper use of the entire market value rule.  Uniloc appealed all 

holdings, with the exception of the holding of validity of the patent at issue.  The Federal Circuit 

reversed the district court with respect to the findings of non-infringement, and affirmed the district 

court with respect to no willfulness and grant of a new trial on damages.  With regard to the issue of 

damages, the Federal Circuit struck down the "25 percent rule" of determining a reasonable 

royalty as fundamentally flawed, and stated that evidence relying on the "25 percent rule" is 

inadmissible under Daubert and the Federal Rules of Evidence.  Instead, the court stated that there 

must be a basis in fact to associate a particular royalty rate to the particular hypothetical 

negotiation at issue in the case.   Because in this case, the district court's use of the 25 percent rule 

was as an arbitrary, general rule, rather than due to some issue of specific relevance to this case or a 

hypothetical negotiation that was related to the case, the court held that a new trial on the issue of 

damages was appropriate. 

 

Cases with an Impact on Practice Rating of 2 

 
1. TianRui Group Co. Ltd. v. Int'l Trade Comm'n, ___ F.3d ___, 100 U.S.P.Q.2d 1401 (Oct. 

11, 2011). 

The International Trade Commission (ITC) held that the importation of railway wheels violated the 

Tariff Act, 19 U.S.C. § 1337, and the order was appealed.  The Federal Circuit held (a) that the ITC 

had authority over "[u]nfair methods of competition and unfair acts in the importation of articles into 

the United States" allowing the ITC to evaluate conduct that occurred in China that led to domestic 

injuries, (b) the "presumption against extraterritoriality" did not preclude the ITC from 

determining if the goods had been produced through stolen trade secrets, and (c) the Tariff Act 

bars unfair competition that could "destroy or substantially injure industry in United States." 

 
2. Bettcher Indus., Inc. v. Bunzl USA, Inc., 661 F.3d 629 (Oct. 3, 2011). 

 

In a patent infringement suit over patents directed to replacement blades for a rotary knife used in 

the meat processing industry, the district court entered a judgment of no infringement and no 

invalidity.  The district court also denied the defendant's motion for a new trial on invalidity based 

on references excluded by the district court under 35 U.S.C. § 315(c).  The exclusion of these 

references occurred because the district court interpreted § 315(c) as estopping the proffer of 

references after examination was complete, in this case through issuance of a Notice of a Right to 

Appeal.  Defendant appealed in part due to the question of the application of estoppel to references 

raised during an inter partes reexamination, and whether they might be proffered in a pending district 

court action after examination is complete, or if estoppel is only applicable after all avenues of 

appeal are exhausted.  The Federal Circuit held, in a question of first impression, that estoppel 
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under 35 U.S.C. § 315(c) only applies after all appeal rights are exhausted, including both 

appeals within the USPTO and to the Federal Circuit.   

 

3. Cordis Corp. v. Boston Scientific Corp., 658 F.3d 1347 (Sept. 28, 2011). 

 

The plaintiff brought an infringement action against the defendant with regard to two patents (a 

parent and a continuation) covering balloon-expandable stent technology.  During prosecution of the 

continuation application, the plaintiff disclosed a prior art reference that had first been brought to its 

attention almost three years earlier, in the search report of a European counterpart of the parent 

application.  Furthermore, the applicant did not signify any especial importance of the reference 

upon disclosure, although it was submitted along with more than 50 other references.  Finding such 

delayed disclosure to constitute inequitable conduct, the district court held both patents to be 

unenforceable.  On appeal, the Federal Circuit, after agreeing the reference was material, remanded 

to the district court for a finding on intent to deceive.   On remand, the district court held that 

deceptive intent had not been shown by clear and convincing evidence and thus ruled that neither 

patent was unenforceable by reason of inequitable conduct.  On this, the second appeal, the Federal 

Circuit affirmed the district court's holding on the issue of inequitable conduct because the "good 

faith explanation" the plaintiff proffered for its initial nondisclosure was supported by 

evidence of record.  And, it was as reasonable as any inference to be drawn from the 

circumstantial evidence that the plaintiff had intended to deceive the USPTO.  As a result, the 

defendant had failed to prove deceptive intent by clear and convincing evidence as required by 

Therasense for a finding of inequitable conduct. 

 

4. Marine Polymer Technologies, Inc. v. Hemcon, Inc., 659 F.3d 1084 (Sept. 26, 2011). 

 

The plaintiff brought an infringement action against the defendant alleging infringement of a patent 

covering a polymer that accelerates hemostasis (cessation of bleeding).  The district court granted 

summary judgment of literal infringement of each asserted claim.  However, during the pendency of 

the district court action, the defendant requested reexamination of the patent at issue.  During the 

reexamination proceeding, the patentee argued to the USPTO that the narrow claim scope as 

articulated by the district court during litigation should apply in the reexamination proceeding.  After 

final judgment was entered in the district court action, the USPTO issued a notice of intent to grant a 

reexamination certificate.  The defendant appealed the district court's judgment.  The Federal Circuit 

held that intervening rights are available if the scope of the originally issued claims are 

substantively changed, and such a change can be effected by argument as well as actual 

amendment.  Because the patentee's argument that the claim construction articulated by the 

district court should apply effectively altered the scope of the claims from their original form, 

the court held that absolute intervening rights applied to articles manufactured before the date 

of reissue.  Additionally, the court remanded to the district court the question of whether or not 

equitable intervening rights should also apply in this case. 

 

5. In re NTP, Inc., 654 F.3d 1279 (Fed. Cir. 2011). 

The Board of Patent Appeals and Interferences affirmed the examiner's rejections of claims due to 

the existence of a prior art publication, and the applicant appealed.  This case arose from the 

consolidation of seven of the Board's decisions on reexamination requests filed by the defendant in a 

prior litigation (NTP, Inc. v. Research In Motion, Ltd., 418 F.3d 1282 (Fed. Cir. 2005).  The 

applicant submitted a document under 37 C.F.R. § 1.131 to antedate a reference, and the USPTO 
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refused to accord the document the alleged date.  The Federal Circuit found that the applicant's 

argument was circular, as "the affiants seek to corroborate their testimony" by using an 

undated document whose date needs to be corroborated by his own testimony.  The prior art 

document in question was a stapled document found in the library of the Norwegian University 

of Science and Technology.  Noting the testimony of the librarian regarding intake procedures, the 

Federal Circuit found this was a "printed publication" within the meaning of 35 U.S.C. § 102(b). 

 

6. Eon-Net LP v. Flagstar Bancorp, 653 F.3d 1314 (July 29, 2011). 

 

The district court found that the plaintiff's patent infringement claims were baseless and had been 

filed for the improper purpose of securing a nuisance settlement.  Also finding spoliation of evidence 

by the plaintiff and the plaintiff's litigation tactics to have been offensive, the court granted the 

prevailing defendant's motion for attorney's fees.  On appeal, the Federal Circuit affirmed, finding 

the case exceptional as required for an award of attorney's fees, and that sanctions were 

appropriate in accordance with F.R.C.P. Rule 11, because the plaintiff: 1) failed to engage in 

the claim construction process in good faith (e.g., by submitting incomplete or misleading 

extrinsic evidence and declarations that contradicted the declarants' earlier deposition 

testimony), 2) displayed a lack of regard for the judicial system and a cavalier attitude toward 

the patent litigation process as a whole (e.g., submitting flippant interrogatory responses and 

other similar behavior), 3) asserted a construction of claims that was in clear contradiction of 

the specification of the patents at issue, and 4) pushed for a quick settlement at a nuisance 

price immediately after filing the suit.  The court additionally found sanctions appropriate due to 

counsel's failure to make a reasonable inquiry into the factual and legal bases for the suit. 

 

7. Am. Calcar, Inc. v. Am. Honda Motor Co., Inc., 651 F.3d 1318 (June 27, 2011). 

The holder of 15 patents on vehicle navigation systems brought an infringement action against a 

major automobile manufacturer. The district court found some of the patents unenforceable for 

inequitable conduct, applying, pre-Therasense, a "sliding scale" test.  The Federal Circuit vacated 

the judgment and remanded for the district court to apply the inequitable conduct standard 

enunciated in Therasense.   While the district court made detailed findings regarding facts and 

information withheld from the USPTO by the patentee, finding intent based on the "significant 

materiality" of the withheld material, the Federal Circuit held that a remand was necessary in light of 

Therasense and the requirement that materiality and intent must each be independently established 

before a patent is held unenforceable for inequitable conduct. 

 

8. Siemens Med. Solutions USA, Inc. v. Saint-Gobain Ceramics & Plastics, Inc., 637 F.3d 

1269 (Feb. 24, 2011), reh'g denied 647 F.3d 1373 (June 7, 2011). 

In this case, the plaintiff sued for patent infringement, and asserted the doctrine of equivalents.  The 

defendant, which held its own, younger patent, countered that the existence of its patent mitigated 

against a finding of infringement under the doctrine of equivalents.  A jury found by a 

preponderance of the evidence that the defendant's product, covered by its patent, was insubstantially 

different from what was claimed by the plaintiff's pre-existing patent, and that the defendant was 

therefore liable for infringement under the doctrine of equivalents.  Characterizing the holding as 

constructively finding its patent invalid for obviousness, and because of the presumption of validity 

that issued patents enjoy, the defendant argued that succeeding on a claim of infringement under the 

doctrine of equivalents under these circumstances should require meeting a heightened, clear and 
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convincing evidentiary standard.  The Federal Circuit disagreed, holding that invalidity for 

obviousness and infringement under the doctrine of equivalents each require distinct inquiries.  
In denying a petition for rehearing en banc, the Federal Circuit issued four separate opinions: three 

concurrences and one dissent.  In considering a petition for certiorari, which was filed on September 

6, 2011, the U.S. Supreme Court has requested the Solicitor General to submit a brief presenting the 

views of the United States on the issue. 

 

9. In re Mostafazadeh, 643 F.3d 1353 (May 3, 2011). 

In a reissue proceeding, the Board of Patent Appeals and Interferences affirmed the examiner's 

rejections of claims drawn to lead-frame-based semiconductor packaging.  The Federal Circuit held 

that the claims were invalid because the patentee had surrendered a broader claim during the original 

patent prosecution.  In the original prosecution, the patentee had overcome a prior art rejection by 

amending the claims to require a circular shaped attachment pad.  In the reissue claims, the patentee 

attempted to broaden the claims by removing the circular shape limitation.  The court held that "a 

limitation that is added during prosecution to overcome prior art cannot be entirely eliminated 

on reissue because doing so would constitute recapture of the surrendered subject matter." 
 

10. Wellman, Inc. v. Eastman Chem. Co., 642 F.3d 1355 (Apr. 29, 2011). 

In a patent infringement action, the district court found invalidity for failure to disclose the best 

mode of creating polyethylene terephthalate PET resin beverage containers. The Federal Circuit 

affirmed because one of the inventors believed a specific formula was the best mode for the PET 

resin, while the patent only disclosed percentage ranges of ingredients.   The assignee company 

specifically wanted to retain the specific formula as a trade secret and the court found that 

withholding its recipe resulted in a failure of best mode.  It is important to note that this case was 

decided on April 29, 2011, and that the America Invents Act, Pub. Law. 112-29 § 15 (September 16, 

2011), has amended 35 U.S.C. § 282 to eliminate failure to disclose best mode as a grounds for 

invalidity. 

11. Radio Sys. Corp. v. Accession, Inc., 638 F.3d 785 (Apr. 25, 2011). 

The plaintiff sought a declaratory judgment of invalidity of a patent for a wireless pet access door.  

The defendant made a motion to dismiss for lack of personal jurisdiction, and the district court 

granted the motion.  On appeal, the Federal Circuit looked at "whether a patentee's activities directed 

at the forum state were sufficient to give the forum court personal jurisdiction over the patentee in a 

declaratory judgment action" and decided against personal jurisdiction.  The only contact that the 

defendant had had with the forum state was to demonstrate his product to the plaintiff as a 

potential licensee, and to later correspond with the plaintiff through counsel regarding 

potential commercialization. The court held that, because of the absence of forum-directed 

activity by the defendant relating to the enforcement or defense of the patent in suit, personal 

jurisdiction over him for this declaratory judgment action was lacking. 
 

12. In re Tanaka, 640 F.3d 1246 (Apr. 15, 2011). 

 

The Federal Circuit held that a reissue application can properly be sought under 35 U.S.C. § 251 

where a patentee seeks merely to add dependent claims.  Disagreeing with the Board of Patent 

Appeals and Interferences, the court held that adding narrowing dependent claims "as a hedge 
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against possible invalidity of original claims" qualifies as an attempt to prevent the application from 

possibly being rendered inoperative, satisfying a requirement of § 251 for reissue applications. 

 

13. In re Verizon Bus. Network Services Inc., 635 F.3d 559 (Mar. 23, 2011). 

The defendant in this patent infringement action petitioned for a writ of mandamus from an order of 

the United States District Court for the Eastern District of Texas, denying its motion for venue 

transfer.  The Federal Circuit held that the district court abused its discretion in denying defendant's 

motion to transfer.  The Federal Circuit held that the sole reason that the venue transfer was denied 

was because the district court had previously handled a lawsuit involving the same patent five 

years earlier.  The Federal Circuit found this logic unavailing when "no witness or party" was 

located in the district. 

 

14. Cancer Research Tech. Ltd. v. Barr Laboratories, Inc., 637 F.3d 1293 (Feb. 28, 2011). 

 

The district court held the patent-in-suit to be unenforceable on the grounds of prosecution laches 

and inequitable conduct.  A panel of the Federal Circuit reversed that holding in 2010 and, 

importantly, held that a theory of prosecution laches cannot be sustained unless another's 

intervening rights arose (such as from investment in or use of the claimed technology) as a 

consequence of an unreasonable delay in prosecution such that prejudice would result from 

enforcement of the patent.  The defendant petitioned for rehearing en banc and, in the cited order, 

the petition was denied by a court evenly divided, 5-5. 

 

15. In re Katz Interactive Call Processing Patent Litigation, 639 F.3d 1303 (Feb. 18, 2011). 

 

In a patent infringement action involving interactive call processing systems, plaintiff, across 25 

actions, asserted 1,975 claims from 31 patents against 165 defendants in 50 groups of related 

corporate entities.  In response to a request from several groups of defendants, the district court 

required that the plaintiff limit the number of claims to no more than 40 per defendant group, which 

would be narrowed to 16 per defendant group after discovery.  However, the district court 

recognized that, because no party had provided an interpretation of all of the 1,975 claims at issue, 

there was a possibility that the limitations on the number of claims might be unduly restrictive.  As a 

result, the district court allowed the plaintiff to add additional claims upon a showing that such 

claims raised non-duplicative issues of infringement or validity.  Rather than comply with this 

requirement, the plaintiff moved to sever and stay the non-elected claims.  The district court denied 

this motion and the plaintiff appealed.  The Federal Circuit, in affirming the denial of this 

motion, held that the procedure imposed by the district court for adding additional claims was 

sufficient to preclude a finding that patentee's Due Process rights were violated. 
 

16. iLOR, LLC v. Google, Inc., 631 F.3d 1372 (Jan. 11, 2011). 

 

An unsuccessful patent infringement plaintiff appealed an award given to the defendant of attorney 

fees, costs, and expenses, upon the district court's finding the case exceptional under 35 U.S.C. § 

285.  On appeal, the Federal Circuit found that the case was not exceptional and reversed the award 

of over $600,000 in attorney's fees, applying the test that "absent misconduct during patent 

prosecution or litigation, sanctions may be imposed against a patent plaintiff only if both (1) the 

litigation is brought in subjective bad faith, and (2) the litigation is objectively baseless" 
(internal quotation marks and citation omitted).  The court explained that "under this exacting 



 16 

standard" the plaintiff must know that the case has "no objective foundation" to justify an 

award of attorney's fees. 
 

17. In re Microsoft Corp., 630 F.3d 1361 (Jan. 5, 2011). 

The patent infringement defendant petitioned for a writ of mandamus from an order of the United 

States District Court for the Eastern District of Texas denying its motion for venue transfer.  Noting 

that a district court of proper jurisdiction may transfer a case pursuant to 28 U.S.C. § 1404(a) 

"for the convenience of the parties and witnesses, in the interests of justice," the Federal 

Circuit found that virtually all witnesses and documents were located in Washington, and that 

the plaintiff's recent incorporation in Texas was a "construct of litigation" that was not 

meaningful enough to overwhelm the other factors. 
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